
4 



United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Addrew: COMMISSIONER FOR PATENTS 
P.O. Box 1430 

Alexandria, Virginia 22313-1450 
www.uipto .gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. CONFIRMATION NO. 



10/029,084 



12/21/2001 



Paul J. Mason 



65856-0034 



3412 



10291 7590 07/07/2003 

RADER, FISHMAN & GRAUER PLLC 
39533 WOODWARD AVENUE 
SUITE 140 

BLOOMFIELD HILLS, MI 48304-0610 



EXAMINER 



JOYCE, WILLIAM C 



ART UNIT 



PAPER NUMBER 



3682 

DATE MAILED: 07/07/2003 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 07-01) 



Office Action Summary 



The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH (S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)13 Responsive to communication(s) filed on 07 April 2003 . 
2a)D This action is FINAL. 2b)M This action is non-final. 

3) Q Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935C.D. 11, 453 O.G. 213. 
Disposition of Claims 

4) |3 Claim(s) 1-14 is/are pending in the application. 

4a) Of the above claim(s) 11 and 12 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) |3 Claim(s) 1-9.13 and 14 is/are rejected. 

7) D Claim(s) 10 is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)13 The drawing(s) filed on 21 December 2001 is/are: a)D accepted or b)M objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
1 1 )□ The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)Q All b)D Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) Q Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 . 

Attachment(s) 

1 ) IE Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) Paper No(s). . 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) □ Notice of Informal Patent Application (PTO-152) 

3) H Information Disclosure Statement(s) (PTO-1449) Paper No(s) 15 . 6) □ Other: 
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DETAILED ACTION 

This is the First Office Action in response to the election filed on April 7, 2003. 

Election/Restrictions 

1 . Claims 1 1 -1 2 are withdrawn from further consideration pursuant to 37 CFR 

1 .142(b), as being drawn to a nonelected species, there being no allowable generic or 
linking claim. Applicant timely traversed the restriction (election) requirement in Paper 
No. 6. 

2. Applicant's election with traverse of species d (Fig. 6) in Paper No. 6 is 
acknowledged. The traversal is on the ground(s) that the four species are sufficiently 
related that a through search would encompass a search for the subject matter of the 
other species, and therefore the examination of the entire application can be made 
without serious burden. This is not found persuasive because MPEP 808.02 (B) states 
that the examiner can insist upon restriction when distinct species are classified 
together but have a separate status in the art. It is submitted that each disclosed 
species includes a separate subject of inventive effort, and therefore searching each 
species is considered to be a serious burden to the examiner. The requirement is still 
deemed proper and is therefore made FINAL. 

Drawings 

3. The drawings are objected to under 37 CFR 1 .83(a). The drawings must show 
every feature of the invention specified in the claims. Therefore, the "trunnions are 
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supported by ball bearings" (claim 7) and "said bearings are supported for movement in 
spherical surfaces of bearing races fixed to said housing" (claim 7) must be shown or 
the feature(s) canceled from the claim(s). No new matter should be entered. 

A proposed drawing correction or corrected drawings are required in reply to the 
Office action to avoid abandonment of the application. The objection to the drawings 
will not be held in abeyance. 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 1-4 and 13 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Stanley (US Patent 875,962). 

Stanley discloses a CVT having a pair of axially spaced cones (7,8), a pair of 
countershafts (10), a pair of wheels (1 1,12) mounted on each counter shaft, wherein the 
countershafts are configured to pivot about a pivot axis. 

Stanley does not disclose each wheel of the pair of wheels having different 
diameters, but shows the wheels having the same diameter. It would have been an 
obvious matter of design choice to vary the size of the wheels, since such a modification 
would involve a mere change in the size of a component. A change in size is generally 
recognized as being within the level of ordinary skill in the art. In re Rose, 105 USPQ 
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237 (CCCPA 1 955). Further, it was well known in the art to change the diameter of a 
gear and/or a friction wheel so as to vary the ratio between mating components. It 
would have been obvious to one of ordinary skill in the art at the time the invention was 
made to modify the size of the wheels disclosed by Stanley, so that one of the pair of 
wheels is larger than the other one of the pair of wheels, motivation being to adjust the 
ratio between mating components. 

With respect to claim 3, the limitation "via a forging process" is a method 
limitation in an apparatus claim and therefore is given limited weight. If the invention is 
in how the transmission component is made, Examiner suggests that applicant pursue 
claims drawn to the method of making the transmission component. An apparatus 
claim must define over the prior art in terms of its structure and not the method from 
which the apparatus is made. Further, the process of forging was known in the art for 
manufacturing transmission components to provide a relatively inexpensive component. 
It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to integrally form the discs and countershafts of Stanley by forging, 
motivation being to provide a relatively inexpensive component which is easily 
assembled in the transmission. 

With respect to claim 1 1 , Stanley does not teach three countershafts, but 
illustrates only two countershaft. However, it would have been obvious to one in the art 
to modify the device of Stanley with three countershafts, motivation being to provide a 
transmission having a greater operating capacity. 
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6. Claims 1-9 and 13 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Kohn (US Patent 1 ,459,979). 

Kohn discloses a CVT (Fig. 3) having a pair of axially spaced cones (35,36), a 
countershaft (51), a pair of wheels (53) mounted on the counter shaft, wherein the 
countershaft is configured to pivot about a pivot axis. 

Kohn does not disclose each wheel of the pair of wheels having different 
diameters, but shows the wheels having the same diameter. It would have been an 
obvious matter of design choice to vary the size of the wheels, since such a modification 
would involve a mere change in the size of a component. A change in size is generally 
recognized as being within the level of ordinary skill in the art. In re Rose, 105 USPQ 
237 (CCCPA 1955). Further, it was well known in the art to change the diameter of a 
gear and/or a friction wheel so as to vary the ratio between mating components. It 
would have been obvious to one of ordinary skill in the art at the time the invention was 
made to modify the size of the wheels disclosed by Kohn, so that one of the pair of 
wheels is larger than the other one of the pair of wheels, motivation being to adjust the 
ratio between mating components. 

Kohn does not teach the CVT. having either two or three countershafts, but 
illustrates only one countershaft. However, it would have been obvious to one in the art 
to modify the device of Kohn with either two or three countershafts, motivation being to 
provide a transmission having a greater operating capacity. 

With respect to claim 3, the limitation "via a forging process" is a method 
limitation in an apparatus claim and therefore is given limited weight. If the invention is 
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in how the transmission component is made, Examiner suggests that applicant pursue 
claims drawn to the method of making the transmission component. An apparatus 
claim must define over the prior art in terms of its structure and not the method from 
which the apparatus is made. Further, the process of forging was known in the art for 
manufacturing transmission components to provide a relatively inexpensive component. 
It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to integrally form the discs and countershafts of Kohn by forging, motivation 
being to provide a relatively inexpensive component which is easily assembled in the 
transmission. 

With respect to claim 9, Kohn does not disclose software configured to control 
axial movements of the trunnion, but teaches a manual lever (55) used to set the 
position of the power wheels. It was well known in the transmission art to change a 
speed of a transmission using an automated mechanism having software. It would 
have been obvious to one of ordinary skill in the art at the time the invention was made 
to modify the device of Kohn with an actuator having software for setting the 
transmission speed, motivation being to provide a mechanized device. 

7. Claim 14 is rejected under 35 U.S.C. 103(a) as being unpatentable over Stanley 
(US Patent 875,962) as applied to claim 13 above, and further in view of either Tsukada 
et al. (US Patent 6,174,260) or Edlich (US Patent 3,302,474). 

Stanley does not teach a second gear box used in combination with the CVT, 
however it was well known in the art to use two gearboxes in series to provide an 
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increased gear reduction for the transmission. For example, either Tsukada et al. or 
Edlich teach a CVT connected to a second gearbox for providing a desired gear 
reduction. It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to provide the CVT of Stanley with a second gearbox, as taught by 
either Tsukada et al. or Edlich, motivation being to provide a greater gear reduction for 
the transmission. 

8. Claim 14 is rejected under 35 U.S.C. 103(a) as being unpatentable over Kohn 
(US Patent 1 ,459,979) as applied to claim 13 above, and further in view of either 
Tsukada et al. (US Patent 6,174,260) or Edlich (US Patent 3,302,474). 

Kohn does not teach a second gear box used in combination with the CVT, 
however it was well known in the art to use two gearboxes in series to provide an 
increased gear reduction for the transmission. For example, either Tsukada et al. or 
Edlich teach a CVT connected to a second gearbox for providing a desired gear 
reduction. It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to provide the CVT of Kohn with a second gearbox, as taught by 
either Tsukada et al. or Edlich, motivation being to provide a greater gear reduction for 
the transmission. 
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Allowable Subject Matter 



9. Claim 10 is objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the 
base claim and any intervening claims. 

Conclusion 

10. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Note the CVT of Dean ('351 ). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to William C. Joyce whose telephone number is (703) 305- 
51 14. The examiner can normally be reached on Monday - Thursday 7:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Bucci can be reached on (703) 308-3668. The fax phone numbers 
for the organization where this application or proceeding is assigned are (703) 305-7687 
for regular communications and (703) 305-7687 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703) 308- 



1113. 




William*,. Joyce 
June 26, 2003 



